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DETAILED ACTION 

The preliminary amendment has been entered. 
Claims 1-20 are pending. 



Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. Note: claim 1 recites elements of the cutting machine (e.g. arm, drum, etc.) 
within the preamble. Claim 1 has been interpreted as if it requires the combination of 
the nozzles and cutting machine. 

3. Claims 1, 2, 7-10, 12-15 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over DE1 9951 848A1 in view of Shope, et al. (U.S. Patent number 
4,676,557). 

DE1 9951 848 teaches a device for producing a gas liquid mixture in the vicinity of 
cutting tools arranged on a cutter head or cutter drum mounted on a cutter arm of a 
cutter machine. DE1 9951 848 also teaches the nozzle pair with the axes oriented in a 
manner so that the jets impinge. DE1 9951 848 fails to teach the axes of the nozzles 
form an angle between 45° and 135°. 

Shope teaches a similar nozzle pair (see column 7, lines 40-50) in which the 
axes are arranged at an angle of 45°. Note that Shope discloses the air nozzle axis is 
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horizontal, and the water nozzle at an angle greater than 45° to the horizontal; thus 
implicitly teaching a range of 45°-90°, although 45° is the only angle explicitly disclosed. 
Shope teaches that such an angle provides an effective mist for cooling and confining 
dust. 

In light of the teaching in Shope, it would have been obvious to one of ordinary 
skill in the art at the time of the invention to have modified the nozzles of DE1 9951 848 
to have the axes form an angle of between 45° and 135° as called for in claim 1. 

With regards to claim 2: Shope is silent regarding the distance; however one of 
ordinary skill in the art would have known that distances of 100mm or less would be 
within the appropriate range for experimentation; thus it would have been obvious to 
one of ordinary skill in the art at the time of the invention to have used a distance of less 
than 100mm as called for in claim 2. 

With regards to claim 7: Shope is silent regarding the pressure; however one of 
ordinary skill in the art would have known that nozzles with operating pressures in the 
range of 0.6 to 1 .5 bar or 4 to 5 bar would be within the appropriate range for 
experimentation; thus it would have been obvious to one of ordinary skill in the art at the 
time of the invention to have used such nozzles as called for in claim 7. 

With regards to claim 8: DE1 9951 848 and Shope teach the axes are arranged to 
the cutting tools. 

With regards to claim 9: DE1 9951 848 teaches the nozzle assembly. 
With regards to claim 10: DE19951848 teaches the nozzles at 140mm. 
With regards to claim 12: DE19951848 teaches the chisels. 
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With regards to claim 13: Shope implicitly teaches a range of 45°-90°; thus one 
of ordinary skill in the art would have found an angle of 75°-85° to be obvious. In the 
case where the claimed ranges "overlap or lie inside ranges disclosed by the prior art" a 
prima facie case of obviousness exists. In re Wertheim, 541 F.2d 257, 191 USPQ 90 
(CCPA 1976); In re Woodruff, 919 F.2d 1575, 16 USPQ2d 1934 (Fed.Cir. 1990). 

With regards to claim 14: Shope is silent regarding the distance; however one of 
ordinary skill in the art would have known that distances of 50mm or less would be 
within the appropriate range for experimentation; thus it would have been obvious to 
one of ordinary skill in the art at the time of the invention to have used a distance of less 
than 50mm as called for in claim 14. 

With regards to claim 15: Shope is silent regarding the distance; however one of 
ordinary skill in the art would have known that distances of 8mm or less would be within 
the appropriate range for experimentation; thus it would have been obvious to one of 
ordinary skill in the art at the time of the invention to have used a distance of less than 
8mm as called for in claim 15. 

4. Claims 3-6, 16, and 18-20 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over DE1 9951 848 and Shope as applied to claim 1 above, and further in 
view of Slowik, et al. (U.S. Patent number 6,517,012) [or alternatively, its German 
language equivalent, published 23 September 1999] 

DE1 9951 848 and Shope each fail to explicitly disclose the outlet angles, opening 
diameters, and whirl chambers. 
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Slowik teaches that outlet angles and opening diameters are largely matters of 
engineering design; and also teaches the advantages of swirl chambers. Since 
DE1 9951 848 and Shope are entirely silent regarding outlet angles and diameters; one 
of ordinary skill in the art would have found the claimed diameters and angles obvious 
matters of engineering design. With specific regards to the swirl chamber, one of 
ordinary skill in the art would have found the swirl chamber obvious, in order to improve 
the spray of the fluids. 

5. Claim 11 is rejected under 35 U.S.C. 103(a) as being unpatentable over 

DE1 9951 848 and Shope as applied to claim 1 above, and further in view of Lobbe, et al. 

(U.S. Patent number 4,243,268). 

DE1 9951 848 and Shope each fail to explicitly disclose the pivoting nozzles. 
Lobbe teaches the desirability of pivotable nozzles, thus it would have been obvious to 
one of ordinary skill in the art at the time of the invention to have further modified the 
DE1951848 device to have pivoting nozzles as called for in claim 11. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to John Kreck whose telephone number is 571-272-7042. 
The examiner can normally be reached on Mon-Thurs 530am-2pm; Fri: telework. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Heather Shackelford can be reached on 571-272-7049. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 7 - 
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